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Secondary liability for electronic auctions arising from the
contribution to trademark infringement
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Summary:
Despite the global economic downturn, online e-commerce, especially the sale

of counterfeit goods, continues to witness a rise in sales, and one of the important
players in e-commerce is the owners of e-commerce auction sites. Although they do
not have a direct role in trademark infringement, they still consider them indirectly
responsible (secondary liability) for infringing on their trademarks.

Thus, many cases have been filed by the owners of the original trademarks
(which have been infringed by persons who have sold some of the goods and
products that are imitating their marks through some electronic auctions) against the
owners of those auctions. In view of the international character of the Internet, in
different countries, and despite the similarity of the legal facts in those cases,
however, the jurisprudence regarding the responsibility of electronic auction owners
to contribute to trademark infringement came from one country to another. Indeed,
some of the courts have changed their position from one case to another

because of their changing views on the facts of those actions and their desire to
achieve a fair balance of responsibility between trademark owners and electronic
auction holders.

Key Words: Secondary liability, electronic auctions, trademark infringement.
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okl
Mohammad Sedeghi- the Knowledge Standard for ISP Copyright Trademark
Secondary Liability: A Comparative study on the Analysis of US and the EU law-
Brunel University London- 2013- p 18.

il

Irene Calboli- Proposed Secondary Liability Regimes forTrademark Infringement
Online: Commentary- Columbia Journal of Law&the Arts -2014- p 624.
Ll kail

Graeme B. Dinwoodie, Rochelle C. Dreyfuss,& Annette Kur-The Law Applicable to
Secondary Liability in Intellectual Property Cases- International Law and Politics-
Vol. 42- 2009.
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1 -James L. Bikoff, Keri A. F. Johnston, David K. Heasley, Philip V. Marano, and
Andree Long- Hauling in the middleman: contributory trademark infringement in
north America- journal of intellectual property law and practice- vol 5- 2010- p 332.
uJ\A;LA\AA;_AA_\SJ‘)AY\aA;.\A\uL\Y}\ cMMJ@uukdmgﬁ\éaJ\d)\meuéaﬂz
Lo (e dpnsill 030 o) Lale 350 Jile 30 &8 alud el (5 e o Lol lysivn HY 5 ¢y sile 200
I el Ciae b il daallall 3l (e 967-5 (M gn o ) 5 3l aldl w35 (10 %10 Alsnss
o2 aul A o) Caly Gua alie 4 jlad ciladle Jasd Al il ans Jgls L) e d 5 5Ky
e il (oSleinaly 3508 Jlud Gall 3 Y 2002-2001 ale 4is xSV sl Jall e alldl
Dbl ¥ 53 (dhe 6 Al 8 eas 51 2001
Bert Parker, Lauren J. Mandell- online auction sites, trademark infringement
liability- trademark, and unfair competition committee- p 2.
L kil
Yafit Lev- Aretz- Combating Trademark infringement online- Secondary Liability v.
partnering facility- Columbia journal of law & the arts- 2014- p 639.
eadiae DA e aabeiin 400d" Ll b je 388 cadatie ey jad A yKIV) ) el ia jla 813
gl a) oy ol e o ) oAl clead Ay o) et o) alu ol b o) a4 (S OLER ) 3 3l
‘ADAALLAMJJ\Q_\“ XYY _"u;);\ u.\.AM&Aé.uA‘ ;\).m_j@;\.@_mm 4.\4_5‘)&\ QA\}A‘)AQ
2018/5/20 43000 LA www. computerhope com (5 ySIY a8 sall
Ostle 248 4periive 2o aly Cus (u Y1 ASE e A g ST @l el ST eBay A e 4
sasiall LY 1 ol el 13 Ganls 8s S5 el Y 99 sle 70 () ey A s Jlas | paa g (a2dins
&;j ‘ua&i (35‘\2( cc«‘;& ggi c;\‘)ﬁj s} ‘ua‘)aj) a‘)\a.fi_j alad ULA:\J L\X\A dna_.u s1995 rla\.l: LSJ‘)AY\
o asm &8s el 1 e all adlatiie o) dialu i ym (e Glo cpnys (G5 6l G S
led) dagill (0 9010-5.25 e Lo s agle i ) Alae i Al 8y 0 3all pdise A ()
Skl o) el delid) daloll
Anne S.Y. Cheung and Kevin K.H. Pun- comparative study on the liability for
trademark infringement of online auction providers- the of Hong Kong- 2009- p 5.
da;; G‘“ cl.ﬂ\ \_5&:\_1 u;ﬂ\ AJ&A\ J\A.l _5\ 4.\);.\3\ 4.:.1.\ A bJA-\-AS\ &-\\;\)AY\ u\ B 1.\;.\)1_\-5
LA\.\&\J}M}A&AJ&)P}AQ_U\SEL&AJ\JJU\LA&G“-IM‘&M\ ij—\J\SbAXSAMJ\A.Ik_lLA)\.G
Alall L Lal Al elli ol agilialin 5 agiiadle (Say alddl an () sidall delll o)) LS dgi jdlias (Ko
A.ud\.d\ A_u.dal\ ;u...u‘\_m\.‘d\ mu\ w.kssuls.“_mdciud\ dﬁ«cuuhﬂd\ m).d\«ul«: uu GAﬁ‘)n
u.u.\l«u\ﬁ Jij rd\_d\ e ;u‘).u\}(b J..AJ.A ‘)4_5;4.45 JL@A 95\ %) «_qla_u.d\ uL\Lu J.\AA.\} a‘)la_u.m ;LA...»\
d‘}“y\ aﬁ\}a L,A""“A LA; 4_\3_5_5...“1\ U‘Jﬂ o‘);\.ﬂ\ MJ\A.J\ c_ﬂ.A)\aJ\ g\;..a\ (P U‘ g‘)a_\.wd\
O Aaablial) 4y phas 13l cagadl o DA (e BalEall aluldl gL Al A g ySIV) bl 3l 5 A 5 Y
Dl A el Adlall e ganill i lgiiall 5 )
Todd Evan Lerner- playing the blame game online, who is liable when counterfeit
goods are sold through online auction house- Pace international law review- volume
22- article 7- 2010- p 246.
L kil

Graeme B. Dinwoodie- Secondary Liability for online Trademark infringement-
Columbia journal of law & the Arts- 2014-p 1.

s e Tiffany 48 i clatie e g 45655 @n «Jbadl Juw e 2001-2000 (ole A 5 26-6
u\}nﬂ\u\ Br ‘éa‘).n\Jyjjujﬂ.n4la‘)£\.dudﬁc_\ﬂ\uhhcwé\)d\ JMJ‘eBayA\JA
«GUCCH ilatia (o Jaib 065 h Lad 2l 5 salia cilS claiiall @lli e Y e %75 o) el
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LS ke 67 an &5 2007 ple 85 A CilS all 45 =l Louis Vuitton <laiie (e %2 5
Jhil eBay 3« »e Lancome e Joay
Anne S.Y. Cheung and Kevin K.H. Pun- op cit- p 5.
Al s vl (5585 ae Jalaill Ladaiis A el JSY) s 2ny claaliy eBay e a7
-VeRO)  zbx s (A=Y Lkl clddl (Sl agiey) AN
daed 22l 58 Lghe e Ll o aalindl o 55k Cus ((ProgramVerifiedRightsOwner
Gy e del 24 A 2B gl o L)) Qs ase yall gaadll Y Ge 33U (email) dbe
Gomiiall gl pladiul AlSa) Cala ) el 13 Jie dsas (e Dlad SUI 5 e LY Dl
Adlae 588 o) Jaing (Al abidl e 20060 Eny Sldeae ol ja) peadiiall iy dd o g8 5 ad i)
A2 e 58 5) Amazon A ol eBay 3 e cuila (g 3 el ad gay LalAl) padiial) 48l Ja g i
3 (Rl spail) ol 585 cAaesal) Gl Y15 chlaxinsal I gy Gavadie 585 <2000 Al o 5L
Gl A )5 dxige e Lo al S ddadl gaes o Aakitia Gaa) e o) Y Alles dubis pun g
e pe ol e s cadudl Gl @l o il ) ) oy 85 s el Sl AL (5 g i Uil oy
sda Jio e by Sall AL 3gin et ) g saliall aludl (omje adal G el (i el
il ) & e ).;Si &8 25 Yahoo, Inc. Ae e Udaa T ) el e PRSP N CL.A\
Neighborhood ) gt L) s caadse e saliall alull (= e cundl o i) ye 4 I
PR PLN | CL.J\ O pdlE mad 3l el J2a ‘_’_Am b él\j «(Watch Program
 Yahoo, Inc. J3e adixy <cAmazon s eBay sl ie (e oSall oy Asise ye A jpadl
Aol 5 e Cilanl je ol al 4ald e Db (rerdiad) e 3 bl Jad) a5 Ao JY) aliall
il A Sl ASL 3 i ety 4l s 3 o g olal A glaa 5 cand g IR (40 g o S
Elizabeth K. Levin- A Safe harbor Trademark: Revaluating Secondary Trademark
Liability after Tiffany v. eBay- Berkeley Technology law journal- volume 24- 2009-
p 496.
Ll kel
Emily Favre- Online Auction Houses: How Trademark Owner Protect Brand
Integrity against Counterfeiting- Journal of law and policy- volume 5- 2007- p 173.
(D) that, to the best of the verifier's knowledge and belief, no other person has -**8
the right to use such mark in commerce either in the identical form thereof or in such
near resemblance thereto as to be likely, when used on or in connection with the
goods of such other person, to cause confusion, or to cause mistake, or to deceive".
9- (a) "When a violation of any right of the registrant of a mark registered in the
Patent and Trademark Office, ...... , the plaintiff shall be entitled, ...., to recover (1)
defendant's profits, (2) any damages sustained by the plaintiff, and (3) the costs of
the action. The court shall assess such profits and damages or cause the same to be
assessed under its direction. In assessing profits the plaintiff shall be required to
prove defendant's sales only; defendant must prove all elements of cost or deduction
claimed. In assessing damages, the court may enter judgment, according to the
circumstances of the case, for any sum above the amount found as actual damages,
not exceeding three times such amount. If the court shall find that the amount of the
recovery based on profits is either inadequate or excessive the court may in its
discretion enter judgment for such sum as the court shall find to be just, according to
the circumstances of the case. Such sum in either of the above circumstances shall
constitute compensation and not a penalty. The court in exceptional cases may
award reasonable attorney fees to the prevailing party”.
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Ldle alasind (I demy (go -1 "ilet A sesall o2 Lag (g (pilla e andl) 138 Gal Gua-10
Glasall o) alull oty G2 Hladd i 5 alus )5 o)l cAdn Jh dale aa Gne panall o 3 las
Sl e e Y1 85 ) Shall Adllial) S ) b Lglaaiany (gl
(1) " Intentionally using a mark or designation, knowing such mark or designation
is a counterfeit mark ...in connection with the sale, offering for sale, or distribution
of goods or services; or
(2) providing goods or services necessary to the commission of a violation specified
in paragraph (1), with the intent that the recipient of the goods or services would put
the goods or services to use in committing the violation™.
A1 S aisall e dalie duaidll o daalEisupreme.justia.com i sk A
.2018/1/5
12-Mark  McKenna-Probabilistic  Knowledge of Third-Party Trademark
infringement-Notre Dame Law School-2011-p 3.
13- Kurt M. Saunders, Gerlind Berger-Walliser-The Liability of online markets for
counterfeit goods: Acomparative Analysis of Secondary Trademark infringement in
the United States and Europe- Northwestern journal of international law and
Busines- volume 32- 2011- p 42.
22 2001 ple by (Tiffany v. eBay) diad o 28 CulS dpiad clllia o) JSAL paall e 5-14
Callal 3 sin gy 3lams il Ll ey il AeSlal) iy Bles (S5 o) LS5 Liail eBaly o e gdise
@ (DMCA) Osilis <osymally cdgad )l ol sall 55 aade (358ad sap0al)l LAV (58 o il
4L e eBay 2 e @ 2 ol e el Bl ((Hendrickson v. eBay, Inc.2001) duxs
G eadl Al e dia jie i () b Al Kl Gadliiy e Aalall il cadlill (3 gaal
2000 ale a5l 8 @lld 5 pasll 4a e 5 ceBay adsal ladl o) 3all e e s a2 (Manson)
S5l (5 g LG 4S5 ol 4 sl ade o) 33 ) LS gl 8 el oIS S
dec 28 18 ma g cpral g JC0 48 i et Al gdl) aaag &l enall ) 2w ((Manson) &G 1 aLall
Gl Jon il aaiy oy Lllae eaall ) A g 5l Jila ) 332 Jla)) ) (e oo all) o 3all o ga
adld) 8 48 gia elein ) aadl g Claslae g ai (b LeS ialind) 13 () laaiV) (i
43 o sed ) AaSadll G aw e e all ) Jall a8 g0 dimol son cenall A8 @lld e Yau g ¢ il
Oe Aluadi Clasles (51 G ol 4 WS ) Saal) lill il g Callil 3 s @l il e Jis f 5w ol
RUERQE g T
& 5ok oAl www.internetlibrary.com  (2sSIY) adsall e dalic il sl Jualss
.2018/1/8
.2018/1/8 5L JAllaw. justia.com (s S a8 gell e dalic Anadll oda Jualii-15
.2018/1/10 43045 sAllaw.justia.com (s S a8 gall e Aalic il sda Jualdi-16
& 5o salwww. law.cornell.edu (S SIW adgall e dalie duadl oda Juals -17
.2018/1/14
< 3ok Lalwww.finnegan.com S adeall o dalic dpcadl oda aldi-18
.2018/1/16
o Bl abud) w5 5 L - sl A8 g (5 a8 padd I e andl) 138 (al Cua-19
asall olad Vssue 058 caeeld (I gom o) Hseend) s GldlY) Ay s o dgie (e
¥l o3 € 5e 5% o oy i ladll Aadlal) lile sl ) Sl ) e Ak 5503 Casa
Sagelan 5 ) seenll (52l L) o) g el 3l e LD o Llle
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"Any person who shall, without the consent of the registrant: b- .... sale, offering for
sale, distribution, or advertising of goods or services on or in connection with which
shall be ,such use is likely to cause confusion, or to cause mistake, or to deceive
liable in a civil action by the registrant for the remedies hereinafter provided. Under
subsection (b) hereof, the registrant shall not be entitled to recover profits or
damages unless the acts have been committed with knowledge that such imitation is
intended to be used to cause confusion, or to cause mistake, or to deceive™.
e Aalie Gitwadll opils Jualés | (Stoner v. eBay) dxads «(Gentry v.eBay) 4wz kil -20
.2018/1/20 &34 A law.justia.com: s SV a8 sall
21-"Der Erwerb des Markenschutzes nach § 4 gewéhrt dem Inhaber der Marke ein
ausschlielliches Recht".
22- "'Dritten ist es untersagt, ohne Zustimmung des Inhabers der Marke im
geschéftlichen Verkehr:1.ein mit der Marke identisches Zeichen fir Waren oder
Dienstleistungen zu benutzen, die mit denjenigen identisch sind, fir die sie Schutz
genieft,".
23- "Wer die Verletzungshandlung vorsatzlich oder fahrldssig begeht, ist dem
Inhaber der Marke zum Ersatz des durch die Verletzungshandlung entstandenen
Schadens verpflichtet. Bei der Bemessung des Schadensersatzes kann auch der
Gewinn, den der Verletzer durch die Verletzung des Rechts erzielt hat,
beriicksichtigt werden. Der Schadensersatzanspruch kann auch auf der Grundlage
des Betrages berechnet werden, den der Verletzer als angemessene Vergutung hétte
entrichten miissen, wenn er die Erlaubnis zur Nutzung der Marke eingeholt hatte".
24- "Wird die Verletzungshandlung in einem geschéftlichen Betrieb von einem
Angestellten oder Beauftragten begangen, so kann der Unterlassungsanspruch und,
soweit der Angestellte oder Beauftragte vorsatzlich oder fahrldssig gehandelt hat,
der Schadensersatzanspruch auch gegen den Inhaber des Betriebs geltend gemacht
warden™.
25-"Dritten ist es ferner untersagt, ohne Zustimmung des Inhabers der Marke im
geschéftlichen Verkehr:
1. ein mit der Marke identisches Zeichen oder ein dhnliches Zeichen auf
Aufmachungen oder Verpackungen oder auf Kennzeichnungsmitteln wie Etiketten,
Anhangern, Aufnéhern oder dergleichen anzubringen,
2. Aufmachungen, Verpackungen oder Kennzeichnungsmittel, die mit einem mit der
Marke identischen Zeichen oder einem &hnlichen Zeichen versehen sind, anzubieten,
in den Verkehr zu bringen oder zu den genannten Zwecken zu besitzen oder
3. Aufmachungen, Verpackungen oder Kennzeichnungsmittel, die mit einem mit der
Marke identischen Zeichen oder einem &hnlichen Zeichen versehen sind,
einzufiihren oder auszufiihren,wenn die Gefahr besteht, daR die Aufmachungen oder
Verpackungen zur Aufmachung oder Verpackung oder die Kennzeichnungsmittel
zur Kennzeichnung von Waren oder Dienstleistungen benutzt werden, hinsichtlich
deren Dritten die Benutzung des Zeichens nach den Absdtzen 2 und 3 untersagt
ware".
sl s Solaiall g |y (A dany JIoe Y 4y ) 8 Ws adlend jig o) 3ad) 138 2y o126
GAY) Q) (e
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27-Annette Kur-Secondary Liability for Trademark Infringement on the Internet:
The Situation in Germany and Throughout the EU-Columbia journal of law & the
arts -2014-p 536.
2000/ 1 53/8 3 oY) Slal ) e 4un sl 138 aa 23128
.2018/1/23 A3k Awww.loeb.com (25 xSV adsall e dalic Azl oda Joaldsi -29
L a8 e 5 sl et e A SV 8 Sl () sV 4 il (e (15) el (=5-30
sda o A8 al o) Gl eV e g sl had ol sbac ¥ Joall e cany Gl L g g VL)
MU 6I L 03 1A Y il g cpbis yall e o JAY) J8 e YLATY)
"The confidentiality of communications is guaranteed by Article 5 Directive
97/66/EC; in accordance with that Directive, Member States must prohibit any kind
of interception or surveillance of such communications by others than the senders
and receivers, except when legally authorized".
(1) The proprietor of a registered trade mark has exclusive rights in the trade -31
mark which are infringed by use of the trade mark in the United Kingdom without
his consent.
32-(1) A person infringes a registered trade mark if he uses in the course of trade a
sign which is identical with the trade mark in relation to goods or services which are
identical with those for which it is registered.
33-10-2-b "... there exists a likelihood of confusion on the part of the public, which
includes the likelihood of association with the trade mark".
34 - 10-3 "... takes unfair advantage of, or is detrimental to, the distinctive character
or the repute of the trade mark".
35 -(4) "For the purposes of this section a person uses a sign if, in particular, he- (a)
affixes it to goods or the packaging thereof;
(b) offers or exposes goods for sale, puts them on the market or stocks them for
those purposes under the sign, or offers or supplies services under the sign;
(c) imports or exports goods under the sign; or
(d) uses the sign on business papers or in advertising".

.2018/1/25 545 sAlwww.scl.org (s iSIY) adgall e dalie dyadll oda Jualdi-36
37-"the duty on eBay and similar entities is much more onerous than was generally
thought and that not only any active role but a negligent failure can be the basis of
liability”. Referred to inChristina Refa-Consumer Protection and Online Auction to
Wards a Safer Legal Framework- Brunel University- UK- 2016- P 104.

38- Christina Refa—op. cit-p 104.

Louis Vuitton, ) Jus Ge 3 eill 5 3l daadlall 2 jlaill ledlall o paall Lika e L ji 23-39

Cladlall dlead Lol Lallas Gy pdll ) Il Cwiancai 88 M5 (Chanel, and Christian Dior

shlia ) seaall el 1994 e il AadlS Ak gl Lalll oLl a3 LS (i) (e 3 aldll 4y ladll
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Won Hee Elaine Le-op cit- p 50.

40- Article L713-1: L'enregistrement de la marque confére a son titulaire un droit de

propriété sur cette marque pour les produits et services qu'il a désignés.

41- Article L713-3: Sont interdits, sauf autorisation du propriétaire, s'il peut en

résulter un risque de confusion dans I'esprit du public :
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a) La reproduction, l'usage ou l'apposition d'une marque, ainsi que l'usage d'une
marque reproduite, pour des produits ou services similaires a ceux désignés dans
I'enregistrement ;
b) L'imitation d'une marque et l'usage d'une marque imitée, pour des produits ou
services identiques ou similaires a ceux désignés dans I'enregistrement.
42- Article L716-10: Est puni de trois ans d'emprisonnement et de 300 000 euros
d'amende le fait pour toute personne:
a) De détenir sans motif légitime, d'importer ou d'exporter des marchandises
présentées sous une marque contrefaisante;
b) D'offrir & la vente ou de vendre des marchandises présentées sous une marque
contrefaisante ;
A il 4 ,8al) ASLall 43500 (40(613/3) 33 -43
44- 1382 "Tout fait quelconque de I'homme, qui cause a autrui un dommage, oblige
celui par la faute duquel il est arrivé a le réparer”.
2016 plad Jaall i Hdll il () 538 (e (1240) saball JiE (8
45- 1383 " Chacun est responsable du dommage qu'il a causé non seulement par son
fait, mais encore par sa négligence ou par son imprudence".
2016 plad Jarall (o Hdll (Saall () 5 (50(1241) Bakall Ji&S 02
46 (59 SV ad gl e dalic dpail) oda Jualss -www.aipla.org.2018/1/30 85 k) sAl
47-"Les personnes mentionnées aux 1 et 2 ne sont pas soumises a une obligation
générale de surveiller les informations qu’elles transmettent ou stockent, ni a une
obligation générale de rechercher des faits ou des circonstances révélant des activités
illicites'.
& 3oL Alwww.bloomberg.com (S5 SN adgall e dalie dpcadll oda Juali-48
.2018/2/4
Slell Jlie-49
Todd Evan Lerner- op. cit-p252-253.
.2018/2/6 5L sAlacademic.oup.com (s ST adgell Je dalic dpadll oda Jualii-50
llall & il KU jlaal e 53l 5 ) Cpual) ) ) gan o Gy jlall Cladlal) i A5 223571
adl 5 plal A by s Y pall @l lley )3 il (e dla¥) 4l ladlall (Sl ey Caa
b9 A g IV ) hall o pud) sail) g Cpal) b ASELN s2a il o aelu Lo opall 8 32l
s AL AR e ) gallay o) & el claDlall STl ity Leldas 535 (31 ¢ (Ta0bao) 3 Leiedia
bl Ame SV A il )
Won Hee Elaine Le-Online Auction sites and inconsistencies: A case stude of
France, China, and the United States- intellectual property Brief- volume 1- 2010- p
52.

52- Article 52 Any of the following acts shall be an infringement of the exclusive
right to use a registered trademark:

(1) to use a trademark that is identical with or similar to a registered trademark in
respect of the identical or similar goods without the authorization from the
trademark registrant;

(2) to sell goods that he knows bear a counterfeited registered trademark;
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(3) to counterfeit, or to make, without authorization, representations of a registered
trademark of another person, or to sell such representations of a registered trademark
as were counterfeited, or made without authorization;

(4) to replace, without the consent of the trademark registrant, its or his registered
trademark and market again the goods bearing the replaced trademark; or

(5) to cause, in other respects, prejudice to the exclusive right of another person to
use a registered trademark.

53-"intentionally providing storage, transportation, mailing, concealment, or other
conditions that can facilitate infringement of another's exclusive right to use a
registered trademark” shall constitute "infringement upon the exclusive right to use a
registered trademark".
54-Xue Hong: Regulation of E-Commerce Intermediaries: An International
perspective-Trade Development through Harmonization of commercial law-2013-p
372.
Ll kel
Luo Yushu-Determination of joint liability for trademark infringement in online
trading- China intellectuall property- 2012.
55- Article 36 "A network user or network service provider who infringes upon the
civilright or interest of another person through network shall assume the tort
Where a network user commits a tort through the network services, the .liability
victim of the tort shall be entitled to notify the network service provider to take such
necessary measures as deletion, block or disconnection. If, after being notified, the
network service provider fails to take necessary measures in a timely manner, it shall
Where .be jointly and severally liable for any additional harm with the network user
a network service provider knows that a network user is infringing upon a civil right
or interest of another person through its network services, and fails to take necessary
measures, it shall be jointly and severally liable for any additional harm with the
network user".
56.-Luo Yushu- op. cit.
57- Luo Yushu- op. cit.
374 pa -Gl jrad) -Xue Hong Ll lie- 58
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